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REQUEST TO VACATE FINALITY OF OFFICE ACTION AS PREMATURE 

PURSUANT TO 
37 CFR §§ L104(b) AND 1.113(b), AND MPEP § 706.07(d) 



Commissioner for Patents and Trademarks 
Washington, D.C. 20231 

Dear Sir, 

Applicant hereby requests that the Examiner vacate finality of the Office Action dated January 
30, 2003 (Paper No. 17). 

This is not a Petition under 37 CFR § 1 . 1 8 1 , or a Request for Continued Examination under 
37 CFR § 1.1 14. Applicant requests that the finality be vacated pursuant to MPEP § 706.07(c) and 
(d), on the basis that the finality is premature. 
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Claims 1-6, 13-15, and 33-37 are under examination. The claims all stand rejected under 
35 use § 112^ I, on the allegation that homozygous knockout sheep devoid of Gala( l,3)Gal 
determinants are not described or enabled by the specification. 

Claims 4, 5, and 33-37 do not require that knockout sheep be made. These claims require 
only that a single cell be produced in which one or both of the ot(l,3)galactosyltransferase alleles have 
been inactivated. The making of knockout cells is described throughout the specification. 

Reduction to practice is illustrated in the specification in Examples 4 and 5 (page 50-52), in 
which al,3GT knockout fibroblasts were actually made. This was explained in the responses already 
filed in this application on March 19, 2002, and November 18, 2002. Accordingly, the rejection of 
claims 4, 5, and 33-37 are believed to be overcome. 

However, rejection of claims 4, 5, and 33-37 was maintained in the Office Action dated 
January 30, 2003. The Office Action does not provide an explanation as to why the cells covered by 
these claims are not described and enabled by the specification as filed. Specifically, Action does not 
explain why the asserted inability to make knockout sheep prevents the making of these cells, since 
the cells can be made by other means — specifically, cells bearing an inactivated al,3GT allele can be 
made in vitro using the methods and materials illustrated in Examples 4 and 5. The enablement 
requirement is met if the description enables any mode of making and using the claimed invention. 
Engel Industries, Inc. v. Lockformer Co., 20 USPQ2d 1300 (Fed. Cir. 1991). 

Accordingly, Examiner's Action is not complete, as required by 37 CFR § 1.104(b). The 
Action does not state the grounds for rejection of claims 4, 5, and 33-37, as required by 
37 CFR § 1. 1 13(b). Since finality of the rejection is not adequately supported, it is premature. 
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As a remedy, applicant respectfully requests that the application be allowed, in view of the 
remarks made in the Response to the Office Action enclosed herewith. In the alternative, should the 
Office determine that not all claims in the application are in condition for allowance, applicant 
requests that the finality of the last Office Action be vacated, pursuant to MPEP § 706.07(d). 
Applicant further requests that a new Office Action be issued, indicating that claims 4, 5, and 33-37 
are allowed, or why the Office considers them to be unpatentable. 
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